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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1-3,5-6,9-15, and 30-35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Okubo (2003/0058471 ). 

Claim 1, Okubo discloses a system (Section 0069, Fig. 2) comprising: 

A processor (Section 0070, Fig. 2, El. 14 and 11); and 

a memory (Section 0070, Fig. 2 El. 13 ) comprising firmware executable by the 
processor to cause the processor (Fig. 3 El 35) to: 

operate a print mechanism in accordance with a first state associated with a 
capability of the print mechanism (Section 0071 where the first state is when it is in the 
copying mode as disclosed in Section 0099). 

change the first state associated with the capability to a second state in response 
to receiving first information from an external interface (PC 21 in Fig 2); and (Section 
0104, Fig. 8). 

operate the print mechanism in accordance with the second state associated with 
the capability. (Section 0105, Fig. 8). 
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Claim 2, Okubo discloses a system wherein the first state comprises a disabled 
state, and wherein the second state comprises an enabled state. (Section 0105, Fig. 8, 
where the user disable printer or copier mode to get into the mode and vice versa). 

Claim 3, Okubo discloses a system wherein the first state comprises a first level 
of performance (Printer mode) (Section 0105), and wherein the second state 
comprises a second level of performance (Copier mode) (Section 0105). 

Claim 5, Okubo discloses a system wherein the firmware is executable by the 
processor to cause the processor to: receive the first information associated with the 
capability of the print mechanism from a server coupled to the external interface (PC 21 
in Fig 2), (Section 0071 , Fig. 2). 

Claim 6, Okubo discloses a system wherein the firmware is executable by the 
processor to cause the processor to: receive the first information associated with the 
capability of the print mechanism from a computer system coupled to the external 
interface. (Section 0071 , Fig. 2 El. 21 and Fig. 3). 

Claim 9, Okubo discloses a system (Section 0067, Fig. 1)comprising: 

a print mechanism (Print Controller), (Section 0069, Fig. 2 El. 10); 

a print engine configured to operate the print mechanism (Section 0069 Lines 



11). 
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means for receiving a first selection of a first capability associated with the print 
mechanism (Section 0071, Fig. 2 El. 12). 

means for receiving first information associated with the first selection from a 
server (Since image processing programs are stored in the server as disclosed in 
section 0068, therefore the image commands are rendered from the server), and 

means for changing a first indicator associated with the first capability from a first 
state to a second state in response to receiving the first information (Section 0075, Fig. 
3 El. 16). 

Claim 10, Okubo discloses a system further comprising: 

a functional unit operable by the print engine (Section 0070, Fig. 2 ,EI. 10); 

means for receiving a second selection of a second capability associated with the 
functional unit; ( Section 0075, Fig. 2, El. 16). 

means for receiving second information associated with the second selection 
from the server (Since image processing programs are stored in the server as disclosed 
in section 0068, therefore the image commands are rendered from the server); and 

means for changing a second indicator associated with the second capability 
from a third state to a fourth state in response to receiving the second 
information(Section 0075, Fig. 3 El. 16 where the third and the fourth state will be 
scanning and facsimile as disclosed in Section in 0067 lines 12-15). 
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Claim 11, Okubo discloses a system wherein the functional unit is configured to 
perform a facsimile function, (Section 0067 Lines 11-14). 

Claim 12, Okubo discloses a system wherein the functional unit is configured to 
perform a scanner function. (Section 0067, Lines 13-15). 

Claim 13, Okubo discloses a system wherein the first capability comprises a 
performance capability (It is inherent that print engine 23 has a print speed and 
resolution which is a performance capability). 

Claim 14, Okubo discloses a system wherein the first capability comprises an 
upgrade capability (Section 0077, Fig. 2 El. 18). 

Claim 15, Okubo discloses a system wherein the first capability comprises a 
functional capability. (Section 0067 Lines 11-14). 

Claim 30, Okubo discloses a system wherein the firmware is further executable 
by the processor to cause the processor to: 

operate a functional unit in accordance with a third state (Scanning) associated 
with a capability of the functional unit (Section 0067); 

change the third state associated with the capability of the functional unit to a 
fourth state in response to receiving second information from the external interface; 
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(Section 0067, Lines 10-14- where the second information is received from the function 
selecting unit, Fig. 2 El. 20) and 

operate the functional unit in accordance with the fourth state (Facsimile mode) 
associated with the capability of the functional unit (Section 0109). 

Claim 31, Okubo discloses a system wherein the functional unit is configured to 
perform a facsimile function (Section 0109). 

Claim 32, Okubo discloses a system wherein the functional unit is configured to 
perform a scanner function (Section 0109). 

Claim 33, Okubo discloses a system wherein the capability of the print 
mechanism comprises a print speed. (It is inherent that the print engine 23 in Fig. 2 
comprises of a print speed). 

Claim 34, Okubo discloses a system wherein the capability of the print 
mechanism comprises a print resolution. (It is inherent that the print engine 23 in Fig. 2 
comprises of a print resolution). 

Claim 35, Okubo discloses a system wherein the capability of the print 
mechanism comprises a software or hardware upgrade. (Section 0145). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 4,7-8,1 6-23, and 26-29 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Okubo (2003/0058471 ) in view of Hirabayashi (7231369). 

Claim 4, Okubo discloses all the limitations in claim 1 as disclosed above. 
Okubo does not disclose a system wherein the first information comprises an 
encryption key. 

Hirabayashi discloses a system wherein the first information comprises an 
encryption key. (Col. 7 Lines 55-63). Therefore it will be obvious to one ordinary skilled 
in the art at the time of the invention to modify Okubo's technology with Hirabayashi's 
encryption technology so that users will be verified before they are granted as disclosed 
in Hirabayashi in Col. 16 lines 49-65. 

Claim 7, Okubo discloses all the limitations in claim 1 as discussed above 
including providing second information to a server using the external interface (Okubo: 
Section 0104, Fig. 8) 



Application/Control Number: 10/826,738 Page 8 

Art Unit: 4178 

Okubo does not disclose wherein the firmware is executable by the processor to 
cause the processor to: detect a user input associated with the capability and receive 
the first information associated with the capability of the print mechanism in response to 
providing the second information to the server. 

Hirabayashi discloses wherein the firmware is executable by the processor to 
cause the processor to: detect a user input associated with the capability (Hirabayashi: 
Col. 8 Lines 29-35) and receive the first information associated with the capability of the 
print mechanism in response to providing the second information to the server 
(Hirabayashi: Col. 16 Lines 1-15). Therefore it will be obvious to one ordinary skilled in 
the art at the time the invention was made to modify Okubo's technology with 
Hirabayashi's technology to include the processor's ability to be able to detect the user 
so that users will be verified before they are granted as disclosed in Hirabayashi in 
Col. 16 lines 49-65. 

Claim 8, Okubo (Section 0071 , Fig. 2) in view of Hirabayashi (Col. 8 Lines 29-36) 
discloses a system wherein the firmware is executable by the processor to cause the 
processor to: provide the second information associated with the user input to the 
server by providing the second information to a computer system coupled to the 
external interface. 



Claim 17, Okubo discloses a method comprising: 
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receiving a selection of a capability associated with a print engine from a user (Fig. 2 El. 
20) enabling the capability in response to receiving information associated with the 
capability from a print controller (Section 0070). 

Okubo does not disclose that the information is received from the server. 

Hirabayashi discloses a system where information is received from the server 
(Col. 12 Lines 33-50). Therefore it will be obvious to one ordinary skilled in the art at the 
time the invention was made to modify Okubo's method which get all it information from 
within the MFP with Hirabayashi's technology of transmitting the information from an 
external server so that user's of the system can be verified as disclosed by Hirabayashi 
in Col. 1 lines 45-60. 

Claim 18, Okubo in view of Hirabayashi discloses a method where a receiving 
list of selectable capabilities from the server (Hirabayashi: Col. 12 lines 38-45) the list 
including the capability (Okubo: Section 0067). 

Claim 19, Okubo (Section 0067, Fig. 2 El. 20) in view of Hirabayashi (Col. 19, 
Lines 63-67, Fig. 36) discloses a method of providing an interface for the user to select 
the capability from the list. 

Claim 20, Okubo in view of Hirabayashi (Col. 15 Lines 37-55,Fig. 38) discloses a 
method, which provides an interface for the user to enter the payment information. 
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Claim 21, Okubo in view of Hirabayashi (Col. 15 Lines 37-55,Fig. 38) discloses a 
method, which provides the selection and the payment information to the server. 

Claim 22, Okubo (Section 0070, Fig. 2 El. 20) in view of Hirabayashi (Col. 16 
Lines 1-11) discloses a method, which comprises receiving information associated with 
the capability from the server in response to providing the selection and the payment 
information to the server. 

Claim 23, Okubo (Section 0070, Fig. 2 El. 20) in view of Hirabayashi (Col. 16 
Lines 49-66) discloses a method comprising receiving payment information associated 
with the selection from the user. 

Claim 26, Okubo (Section 0077) in view of Hirabayashi (Col. 16 Lines 49-66) 
discloses a method wherein enabling the capability in response to receiving information 
associated with the capability from a server comprises upgrading software or hardware. 

Claim 27, Okubo in view of Hirabayashi discloses a method receiving a selection 
of a capability associated with a functional unit from a user (Okubo: Section 0070, Fig. 2 
El. 20); receiving from a server, information associated with the capability associated 
with the functional unit; and enabling the capability associated with the functional unit, in 
response to receiving from a server, information associated with the capability 
associated with the functional unit. (Hirabayashi: Col. 16 Lines 31-65). 
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Claim 28, Okubo (Section 0067,Lines 11-14) in view of Hirabayashi discloses a 
method wherein the capability associated with the functional unit comprises a facsimile 
capability. 

Claim 29, Okubo (Section 0067, Lines 11-14) in view of Hirabayashi discloses a 
method wherein the capability associated with the functional unit comprises a scanner 
capability. 

3. Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Okubo (2003/0058471 ) in view of Hirabayashi (7231369) and in further view 
Yacoub. 

Claim 24, Okubo in view of Hirabayashi discloses all the limitations in claim 17 
as discussed above including enabling the capability in response to receiving 
information associated with the capability from a server. 

Okubo in view of Hirabayashi does not discloses wherein the system comprises 
changing a print speed of the print engine. 

Yacoub discloses a system comprises changing a print speed of the print engine. 
(Col. 6 Lines 50-55). Therefore it will be obvious to one ordinary skilled in the art at the 
time of the invention was made to modify the technology as taught by Okubo in view of 
Hirabayashi with the technology of Yacoub which comprises changing the print speed 
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so that the user have the option of selecting the parameters of the print job as he desire 
as disclosed by Yacoub in Col. 6 Lines 50 -55. 

Claim 25, Okubo in view of Hirabayashi discloses all the limitations in claim 17 
as discussed above including enabling the capability in response to receiving 
information associated with the capability from a server. 

Okubo in view of Hirabayashi does not discloses wherein the system comprises 
changing a print resolution of the print engine. 

Yacoub discloses a system comprises changing a print resolution of the print 
engine. (Col. 7 Lines 55-65). Therefore it will be obvious to one ordinary skilled in the art 
at the time of the invention to modify the technology as taught by Okubo in view of 
Hirabayashi with the technology of Yacoub which comprises changing the print 
resolution so that the user have the option of selecting the parameters of the print job as 
he desire as disclosed by Yacoub in Col. 6 Lines 50 -55. 

4. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Okubo 
(2003/0058471) in view of Hirabayashi (7231369) and in further view Takeo (6950205). 

Claim 16, Okubo in view of Hirabayashi discloses all the limitations in both 
claims 9 and 10. Okubo in view of Hirabayashi does not disclose a system wherein the 
first capability comprises a renewal capability. 
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Takeo discloses a system wherein a user license is renewed when the maximum 
value of the charge counter is reached. (Col. 4, Lines 1 1-30, Fig. 4 and 5). Therefore it 
will be obvious to one ordinary skilled in the art at the time of the invention to modify 
Okubo in view of Hirahayashi system with Takeo's renewal technology so that members 
whose charge counter is at the maximum can reuse the service as taught by takeo in 
Col. 4 Line 25-39. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Akwasi M. Sarpong whose telephone number 571-270- 
3438. The examiner can normally be reached on Monday-Friday 8:00am-5:00pm est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, HAI Tran can be reached on 571-272-7305. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



AMS 

11/21/2007 
/Hai Tran/ 

Supervisory Patent Examiner, Art Unit 4178 
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